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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on December 1, 2008 has been entered. Claims 1-5, 
8-10, 12, and 17-20 are pending in this application. 

2. The following is a quotation of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-5, 8-10, 12, and 17-20 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claims contain subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 as amended states that the amorphous alloy in the invention is "free 
from Ni, Al and Be", and has a "glass transition temperature lower than 400°C". The 
specification as filed did not disclose such a material to one of skill in the art reading said 
specification. 

First, any specific mention in the specification of the lack of nickel, aluminum, or 
beryllium is mentioned in the alternative form only. Note, for instance, page 2, lines 5-1 1, in 
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which three separate preferred embodiments are disclosed, incorporating no Nickel, no 
Aluminum, and no Beryllium respectively. On page 3, lines 8-9, the alloy of the invention is 
"selected from the group consisting of. . .Zr/Ti base with no Ni, Zr/Ti base with no Al, and Zr/Ti 
base with no Be." Page 8, lines 12-13 states that the composition can be "preferably selected to 
be free of Ni or Al or Be" [emphasis added]. 

Giving Applicant the broadest leeway in interpreting the specification, and assuming that 
the above altemative language could be combined to result in a material that is free from Ni, Al 
and Be, one would next need to determine what materials having such a composition would have 
a glass transition temperature lower than 400*'C. Pages 4-5 of the specification incorporate by 
reference a number of prior art documents, and indicates that those documents disclose 
exemplary materials of the invention. The vast majority of the compositions in those documents 
contain at least one of Ni, Al, or Be, and thus would not be representative of the invention as 
claimed. The Inoue et al. Appl. Phys. Lett, article and JP Publication 2001-303218 do disclose 
materials free of Ni, Al and Be; however the glass fransition temperatures of those materials are 
well in excess of400''C. 

Nothing described in the specification as filed would have taught one of ordinary skill in 
the art a material possessing all of the features as required by the independent claim. Thus, claim 
1 and all claims dependent thereon are held to have not been described in the specification as 
originally filed. 
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4. Claims 1-5, 8-10, 12 and 17-20 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent claim 1 is directed to an alloy that is free from Ni, Al and Be. However, 
claim 2 permits a range of 5-60% Ni and 0-50% Be and Al. Claim 3 permits a range of 20-40%) 
Ni, and actually requires 7.5-15%) Al to be present. These conflicting recitations of the invention 
render it unclear what materials would fall within the scope of the invention. 

5. Claims 1-5, 8-10, 12 and 17-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-22 of copending 
Application No. 10/524954. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both the instant claims and the '954 claims are directed to bulk solidifying 
amorphous alloys having certain compositions and properties. Claims 14-16 of the '954 
application are directed to the lack of Ni, Al, or Be. Claims 7, 8, 10, 1 1, 18 and 19 of the '954 
application are virtually identical to instant claims 2-5, 8, 17 and 19 respectively. Claim 13 of the 
'954 application is analogous to instant claim 12. Instant claim 10 merely recites properties 
which would easily be achieved by one skilled in the art by varying the precise composition of 
the prior art materials within the constraints as recited in, e.g. '954 claims 2, 3 and 9. Instant 
claim 18 defines nothing more than conventional fillers that would be used in conjunction with 
the cement of '954 claim 18. While the '954 claims do not recite the phrase "replication of at 
least one surface feature of at least one tooth" as required by the instant claims or the "crown, a 
bridge or a cap" as recited in instant claim 20, the examiner's position is that such terminology 
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falls within the scope of the "medical implant for placement into a specific implant region within a 
biological organism" recited in '954 claim 1 . Thus, no patentable distinction is seen between the 
articles defined in the instant claims and those defined in the claims of the '954 application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 
3.73(b). 



7. The terminal disclaimer filed on December 1 , 2008 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of any 

patent granted on application no. 10/523,465 has been reviewed and is NOT accepted because 
that is the number of the present application. A corrected disclaimer should be filed referencing 
application no. 10/524,954. 
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8. The prior art does not disclose or suggest any material having the combination of 
compositional limitations and properties as recited in independent claim 1. Thus, no prior art is 
being applied against the instant claims at this time. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571) 272- 
1252. The examiner can normally be reached on Monday thru Friday from 8:00 a.m. to 4:30 
p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Roy King, can 
be reached on (571) 272-1 244. All patent application related correspondence transmitted by facsimile must be 
directed to the central facsimile number . (571)-273-8300. 

Information regarding ttie status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for impublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.usp1o.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 



GPW 

February 5, 2009 



